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Alexandria, VA 22313-1451

 
RESPONSE AND REQUEST FOR RECONSIDERATION

 

Dear Sir:

            In response to the Final Office Action mailed March 9, 2012, Applicant respectfully requests reconsideration of the above identified application and responds as follows.

            Applicant has further filed an Amendment to Allege Use concurrently herewith, as well as a Notice of Appeal.  A copy of the Amendment to Allege Use is included herein as Exhibit AK.

 

 REMARKS

1.                     Prior Rejection of Recitation of Services

            Applicant notes with appreciation the Examining Attorney’s acceptance of the recitations of services for the present application as previously amended by Applicant.



 

2.                     Section 2(d) - Likelihood of Confusion With Respect to Class 35

            Applicant notes with appreciation the Examining Attorney’s withdrawal of the rejection under Section 2(d) of the Lanham with respect to Class 035 of the present mark.

 

3.                     Section 2(d) – Likelihood fo Confusion With Respect to Class 42

            In the present Office Action, the Examiner has maintained the rejection of the applied for mark with respect to International Class 042 under Section 2(d) of the Lanham Act, asserting that

the applied for mark is likely to be confused with U.S. Registration No. 2,681,143 for the mark I-SIGHT.  In support of this contention, the Examining Attorney relies heavily on the phonetic

similarity of the marks, while denigrating the other factors associated with a proper analysis under the DuPont factors.  Applicant strongly disagrees with the Examining Attorney’s analysis and

conclusion, for the reasons presented below, and accordingly herein traverses the rejection.  Applicant has further concurrently submitted a Notice of Appeal with respect to the rejection of the

present mark as used in association with the  Class 42 recitation.

 

 

            A.        The DuPont Factors

            The Examining Attorney founds the present rejection on the mischaracterization that “the marks are essentially identical and the services are identical or closely related.”   While Applicant

does not dispute that the services of the relevant parties are related, the characterization that the marks are “essentially identical” is erroneous, and ignores the strictures of the Dupont factors,

which at a minimum mandate taking into consideration the appearance, sound, connotation and commercial impression before any similarity of the marks can be found. The Dupont factors are as

follows:

1.      The similarity or dissimilarity of the marks in their entireties as to appearance, sound, connotation and commercial impression.
2.      The similarity or dissimilarity of and nature of the goods or services as described in an application or registration or in connection with which a prior mark is in use.
3.      The similarity or dissimilarity of established, likely-to-continue trade channels.
4.      The conditions under which and buyers to whom sales are made, i.e. "impulse" vs. careful, sophisticated purchasing.
5.      The fame of the prior mark (sales, advertising, length of use).
6.      The number and nature of similar marks in use on similar goods.
7.      The nature and extent of any actual confusion.
8.      The length of time during and conditions under which there has been concurrent use without evidence of actual confusion.
9.      The variety of goods on which a mark is or is not used (house mark, "family" mark, product mark).
10.  The market interface between applicant and the owner of a prior mark:
(a) a mere "consent" to register or use.
(b) agreement provisions designed to preclude confusion, i.e. limitations on continued use of the marks by each party.
(c) assignment of mark, application, registration and good will of the related business.
(d) laches and estoppel attributable to owner of prior mark and indicative of lack of confusion.
11. The extent to which applicant has a right to exclude others from use of its mark on its goods.



12. The extent of potential confusion, i.e., whether de minimis or substantial.
13. Any other established fact probative of the effect of use.

 

In re. E.I. DuPont de Nemours & Co., 476 F.2d 1357, 117 USPQ 563 (C.C.P.A. 1973); Trademark Manual of Examining Procedure §1207.01.

            These factors are not absolutes, i.e., not every factor is relevant, however they provide the proper framework under which likelihood of confusion analysis is to be performed.  The factors

do not provide an absolute measure, but rather a guide for weighing the likelihood that consumers would be confused between the competing marks, and indeed, several factors inform other

factors, such as factors 6 (the extent to which similar marks are in use on similar goods) and 11 (the extent to which use of the mark can be enjoined) informing whether the marks are perceived as

similar with respect to factor 1.

            B.        The Similarity of the Marks

              The keystone of the Examining Attorney’s rejection continues to be that the marks are “essentially identical”, in that they present the same pronunciation, notwithstanding the visual,  

meaning, and commercial impression differences between the marks.  While Applicant does not dispute the similarity in pronunciation, Applicant stresses that that similarity alone is insufficient,

in view of the countervailing factors, to conclude that a likelihood of confusion is present between the respective marks.

                        1.         With Respect to Phonetic Similarity. sÄ«t\ Alone is

                                    Weak as a Distinguishing Feature

            That “I-SITE” and “I-SIGHT” are pronounced similarly is not disputed.   The strength and significance of this similarity, and the weight to which it is entitled to consideration under the

Dupont factors, is. 

            At the outset, it is extremely significant that marks pronounced  \ËˆÄ«-ËŒsÄ«t\ , including the term “eyesight” are plentiful in the marketplace.  “Eyesight” itself is included in seven

subsisting registrations, and a further pending application.[1]  The TESS page for these registrations is attached hereto as Exhibit A.  There are at least eight variations in spelling of terms having

the pronunciation, whether the hyphen is included or not.  These variations further include:

I-SIGHT I-CITE I-CYTE I-SITE

EYE-SIGHT EYE-CITE EYE-CYTE EYE-SITE

While not all of these are the subject of extensive trademark usage, the I-Sight term of the asserted registration is presently included in three subsisting registration (as well as three now cancelled

registrations including the same term[2]), and the same term, without the hyphen, is the subject of a further three subsisting registrations (as well as another now cancelled registration including

the same term)  (See Exhibits B and C, attached hereto).  “iCite” is included in two now cancelled registrations, as well as one pending application claiming actual use in commerce.   (See Exhibit

D, attached hereto.)  “iCyte” is included in five subsisting registrations, to two separate registrants (See Exhibit E, attached hereto.)   “I-Cyte” is included in a pending application claiming actual

use in commerce  (See Exhibit F, attached hereto).  “Eyecite” was included in one now cancelled registration (See Exhibit G, attached hereto).   “Eyesite” is included in three subsisting

registrations to three separate registrants(as well as another now cancelled registration including the same term) (See Exhibit H, attached hereto).  “Isite” is included in nine subsisting



registrations (as well as three now cancelled registrations including the same term) (See Exhibit I, attached hereto).  Finally, “I-Site” itself is included in five subsisting registrations (as well as

two now cancelled registrations including the same term) (See Exhibit J, attached hereto).  While this list is not exhaustive of the extensive usage of trademarks in commerce using an element

having the \ËˆÄ«-ËŒsÄ«t\ pronunciation, it clearly demonstrates that a large number of differing marks co-exists with the same phonetic pronunciation, such that the similarity of the phonetic

pronunciation is at best a weak element with respect to the trademark significance of the marks.

            Accordingly, while a phonetic similarity is present between Applicant’s mark and the asserted registration, the inherent weakness of the phonetic pronunciation of the marks at issue

cannot be dispositive of the analysis under the Dupont factors.

                        2.         The Appearances of the Marks Differ

            The Examining Attorney further posited that the presence of the “i“ formative as a prefix to both marks created a visual similarity between the respective marks.   Again, as discussed

above, at least 25 subsisting registrations include the “i” prefix, such that it alone is at best a weak element.   Indeed, the Trademark Trial and Appeal Board has held that the “i” prefix does not

alone constitute a distinguishing element.  See In re Zanova, Inc., 59 USPQ2d 1300 (TTAB 2000) (ITOOL merely descriptive of computer software for use in creating web pages, and custom

designing websites for others).

            Contrarily, the applied for mark is “I-SITE”, while the registered marks is for “I-SIGHT”.   When the minimal impact of the “i” prefix is properly accommodated, it is clear that the

spelling is different, and that the impact of that difference in spelling creates a much shorter mark, which in view of the plethora of similar co-existing marks, and in view of the differences in the

meanings and connotations of the mark, clearly does not support a likelihood of confusion between the marks based on any purported “visual similarity.”

            Accordingly, the visual differences between the marks when properly evaluated, in view of the weakness of the phonetic similarity resultant from the plethora of \ËˆÄ«-ËŒsÄ«t\ marks, clearly

weighs against the marks being considered sufficiently similar.

                        3.         The Meanings of the Marks Differ

            As noted, there are several terms with similar phonetic sounds, yet each of these terms have different meanings.  “Sight” is clearly related to vision.   See, e.g., Merriam Webster Definition

of “Sight”, http://www.merriam-webster.com/dictionary/sight (A copy of which is attached hereto as Exhibit K).   “Cite” has the meaning of “to call upon officially or authoritatively.”   See, e.g.,

Merriam Webster Definition of “cite”, http://www.merriam-webster.com/dictionary/cite (A copy of which is attached hereto as Exhibit L).   “Cyte” is a medical term, usually used as a suffix,

having the meaning of cell or cellular. See, e.g., Merriam Webster Definition of “cyte”, http://www.merriam-webster.com/dictionary/sight (A copy of which is attached hereto as Exhibit M).  

Finally, “site” has the commonly understood definition of a place or a location, i.e., the site of a new building, or an internet location.   See, e.g., Merriam Webster Definition of “site”,

http://www.merriam-webster.com/dictionary/site (A copy of which is attached hereto as Exhibit N).

            The cited registration includes the formative “sight”, meaning a visual event, while “site” clearly refers to a place or location.   These meanings, and the associated connotations, are

clearly distinct and create different mental impressions, as a result of the different meanings and connotations.  Further, in view of the additional co-existing “cyte” and “cite” formative marks,

consumers are highly sensitized to key on differences in the marks to discriminate between them, otherwise the presence in the marketplace of so many marks having similar phonetic



pronunciations would have resulted in chaos.  Accordingly, the distinction between the marks as a result of their meanings and connotations clearly weighs against the marks being considered

similar.

                        4.         The Commercial Impressions of the Mark Differ

            As a result of the differences in the meanings of the applied for mark and the mark of the cited registration, the commercial impressions created by the marks likewise differ.  As noted,

“sight” refers to vision, i.e., a clear ability to see.   “Site”, contrarily, refers to a location or place, and is frequently associated with internet activities, such as web sites.  Accordingly, the

distinction between the commercial impressions created by the respective marks clearly weighs against the marks being considered similar.
                        5.         Evaluation of the Similarity, Meaning, and Commercial Impression
                                    Factors Does Not Suggest that the Marks Are “Similar”

                                    in the Context of a Likelihood of Confusion Analysis.

            As discussed above, the marks clearly have different meanings and commercial impressions.  While the marks are phonetically similar, that phonetic similarity is very weak at best, as a

result of the plethora of \ËˆÄ«-ËŒsÄ«t\ marks.  Visually, the marks are distinct as a result of the length of the dominant terms of the marks (“site” versus “sight”), especially in view of the proper

analysis of the “i” prefix, and the differing reactions to the marks imposed by the differing meanings.   Accordingly, proper analysis of the similarity of the marks does not suggest a likelihood of

confusion between the marks.

            C.        The Dis-Similarity of the Recited Services

                        The asserted ‘143 I-SIGHT registration extends over three classes, class 009 for software (a good), class 035 for professional services, and class 042 for providing software design

services.  Applicant’s mark is used in both class 035, for providing marketing services, and in class 042, for developing software for others.

                        With respect to Class 042, the asserted registration contains the recitation “computer software design for others; technical support services, namely, troubleshooting of computer

hardware and software problems via telephone, e-mail and in-person; database development services.”   Applicant’s recitation in class 042 comprises “design and development of computer

software and applications for others; design and development of computer software of computer software and applications; design and development of computer software for portable devices.”   

            While on its face, these services are clearly related, it is also clear that the writing of software, even if limited to for others, is an extremely broad field, and in and of itself serves as a poor

comparison point between the marks, for the very reason that so many companies exist which write software to a lesser or greater extent (including whether consumers expect an entity which sells

software to also write software), many of which use some form of the phonetically pronounced “eye sight” mark, such as the marks discussed further below.   In particular, a review of the

specimens associated with the asserted ‘143 I-SIGHT registration demonstrates that the only services associated with “computer software design for others” for Customer Expressions Corp., the

owner of the ‘143 I-SIGHT registration, is: “Customization   i-Sight™ is a very flexible system that can accommodate most business processes and requirements.  If, however, you have very

specific requirements that are not currently available, Customer Expressions can quickly customize i-Sight™ for you.”[3]  (Specimen of January 22, 2008, attached hereto as Exhibit O. )

Accordingly, consumers are unlikely to be confused as to source or affiliation between Applicant’s development of stand-alone software packages for others, and the asserted registration under

which the registrant offers nothing other than modification of Registrant’s existing software packages, used solely for monitoring customer satisfaction, as further evidenced by the class 009

recitation.  Thus, the purported relatedness of the goods does not weigh for a finding of a likelihood of confusion, but rather is at best neutral with respect to whether a likelihood of confusion

would be present. 

            D.        The Dissimilarity Between the Channels of Trade



            Again, and as discussed above, the products of the ‘143 I-SIGHT registration are focused on customer satisfaction research, and in particular to the sale of computer programs for

accomplishing customer satisfaction research (albeit with the option of having the purchased software customized by the vendor.)  Applicant’s services are the writing of custom computer

programs and applications for others, and accordingly, is directed towards entities needing custom software to be written.  Registrants services are confined to modifying Registrant’s existing

software for its clients who have already purchased its customer satisfaction management software.   Thus, the channels of trade between Applicant’s services and the services of the recited

registration differ significantly, and this factor again weighs against a finding of a likelihood of confusion.

            E.        The Sophistication of the Consumers

            Contrary to the assertions of the Examining Attorney, consumers of the respective services of Applicant, and the goods of the registrant, are clearly sophisticated consumers, as a result of

the significant cost of customer satisfaction research software, offered by registrant, and custom software packages and applications, the services offered by Applicant.  While it is true that they

may not be experts in trademark law, there is nothing to suggest that they do not spend significant time considering who they will retain to obtain expensive services.  Furthermore, the very

difference in the character of the two businesses demonstrates that these sophisticated purchasers would not expect a relation between the two businesses:  one writes custom software, while the

other offers customization of its existing customer satisfaction management software.  It would clearly be apparent to purchasers that these were different entities, not only as a result of the

differences in the marks themselves, but in the differences of the services actually offered.  Again, this factor weighs against the finding of a likelihood of confusion.

            F.         The Degree of Care Expected to be Exercised by Consumers

            It is clear that both the software packages offered by registrant, as well as the software writing services of Applicant, are expensive propositions (i.e., are not purchases made on a whim). 

Thus, consumers of the respective goods and services may be readily presumed to exercise due care in selecting who they purchase customer satisfaction research from, or who they contract

software development from.  Again, in view of the differences of the marks, this factor weighs against a finding of a likelihood of confusion. 

           



            G.        The Fame, or Lack Thereof, of the Cited Registration

            No evidence is of record of the fame of the asserted registration.  While the registration itself demonstrates constructive knowledge of the asserted registration, it does not confer fame or

any strong consumer association or recognition.  In the absence of any such evidence, no analysis of this factor can be undertaken, and the factor must be considered neutral, neither weighing for

or against a likelihood of confusion. 
            H.        A Plethora of Similar Marks are Both In Use and Have Been in Use on                                    Similar Services
 

            Consideration of the plethora of similar marks in use on similar services is critical to proper evaluation of the likelihood of confusion.  Where a large number of marks are in use on similar

and related services, it must be presumed that the scope of recognition of consumers of one particular mark is not that strong, i.e., the co-existence of two marks for similar services creates the

presumption that consumers already distinguish between those marks.

            At the outset, it must be noted that the Examining Attorney takes the position that the existence of evidence demonstrating that the same entity provides both software itself as well as

software writing services demonstrates the relatedness of the goods and services.   Final Office Action, pg. 3.  While the Examining Attorney relies on this rule for establishing the relatedness of

the goods and services of the respective application and asserted registration, the Examining Attorney does not consider this with respect to the plethora of third party registrations having the same

pronunciation.  Indeed, the Examining Attorney states “This evidence establishes that the same entity commonly provides the relevant services, namely, software design, development,

troubleshooting, and database development, under the same mark, through the same channels of trade and to the same classes of consumers.”   This statement itself demonstrates the relatedness of

the third party registrations previously cited.  Applicant further believes that the purported distinction with respect to relatedness of software sold through class 009 versus software written for

others in class 042 is illusory.  Software, whether written then sold, or sold then written, or provided as downloadable code through the internet, remains a computer program, written by a

software developer or a programmer.  That the same party frequently provides both software as a good, as well as “software design for others”, is evident not only in the recitation of the asserted

registration which notes that it provides customization of the software it sells.  Other evidence of this relatedness includes U.S. Trademark Registration Ser. No. 4,202,201 for CONIX, including

both software as a good and software design as a service (attached hereto as Exhibit P),  U.S. Trademark Registration Ser. No. 4,201,222 for R4I BUILDPOINT, including both software as a good

and software design as a service (attached hereto as Exhibit Q),   U.S. Trademark Registrations Ser. No. 3,989,229 and Ser. No. 3,989,226 for EMPTORIS, including both software as a good and

software design as a service (attached hereto as Exhibits R and S),  U.S. Trademark Registration Ser. No. 4,196,779 for CORFIRE, including both software as a good and software design as a

service (attached hereto as Exhibit T), etc. 

            Indeed, the trademark office now recognizes two additional forms of software, software as a service (see, e.g., U.S. Reg. No. 4,196,144, Exhibit U attached hereto), and downloadable

software.  While these remain variations on delivery of a software product, these “new” recitations are classed in International Class 042, highlighting that the same goods, dependant only on

their delivery method, may be classed in either class 009 or class 042, and as shown in U.S. Reg. 4,197,116 for MYECHAIN are also associated with software development services (See Exhibit

V, attached hereto); see also U.S. Reg. No. 4,196,809 for “Tree Design” (Exhibit W, attached hereto); see also U.S. Reg. No. 4,195,353 for “SecCommerce” (Exhibit X, attached hereto); see

also U.S. Reg. No. 4,191,656 for SNAP LOGIC (Exhibit Z, attached hereto).  That these forms of software are all frequently seen coming from single sources is common sense:  they each

originate from someone writing software.  Accordingly, denigrating the third party usages previously cited by Applicant solely on the basis of whether they are delivered under class 009 or class

042 is inapt. 

              U.S. Reg. No. 2,352,200 for ISITE (a copy of which is attached hereto as Exhibit AA) for computer programs for the commercial real estate market registered in 2000, before the filing



date of the asserted registration.  Notwithstanding the overlap in class 009 software, nor the relatedness of software development services, the asserted registration was registered, and the usages

have co-existed for approximately 12 years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced marks.

            U.S. Reg. No. 2,753,458 for ISITE (a copy of which is attached hereto as Exhibit AB) for user interface software for handling medical information registered in 2003, after the filing date

of the asserted registration.  Notwithstanding the similarity in Class 009 software, nor the relatedness of software development services to software itself, the asserted registration was registered,

and the usages have co-existed for approximately 12 years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced marks.

            U.S. Registrations No. 2,942,627 for ICITE and  No. 2,940,557 for “iCite” (Design)   (copies of which are attached hereto as Exhibit AC and AD) for database hosting and construction

were registered in spite of the existence of the asserted registration.  Based on the Examining Attorney’s earlier argument, database construction is not only understood to be related to software

development, but identical to the “database development services” in the asserted registration.   Yet the registrations for ICITE and “ iCite”, having the same phonetic pronunciation, were not

seen as likely to be confused with the asserted “I-SIGHT” registration.   These registrations co-existed with the asserted registration  for approximately seven years, further conditioning

consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced marks.

            U.S. Reg. Nos. 3,976,295 for ICYTE (a copy of which is attached hereto as Exhibit AE)  for providing non-downloadable software interfaces, 3,653,871 for ICYTE for computer

software (a copy of which is attached hereto as Exhibit AF),  3,706,744 for “iCyte” (design) for providing software interfaces (a copy of which is attached hereto as Exhibit AG), and 3,706,744

for “iCyte” (design) for computer software (a copy of which is attached hereto as Exhibit AH) for computer software all registered to iCyte Pty Ltd. interfaces between 2009 and 2011, long

after the registration date of the asserted registration.  Notwithstanding the similarity in Class 042 software, the class 009 software, nor the relatedness of software development services to

software itself, the asserted registrations were registered, and the usages have co-existed for approximately the last 4 years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\

pronounced marks.

            While the grant of a registration to other marks does not give rise to a per se argument of registrability, as the office takes the illogical position that it is not bound by its own decisions, it

does at a minimum demonstrate the conditioning of consumers, in this case with respect to phonetic similarity.  Even though each of these marks had the same pronunciation, overlapped at least

with respect to goods in class 009, yet they all registered notwithstanding the existences of each other, and have co-existed for a long period.  All are pronounced the same way.  The examples

above are not the only co-existing registrations, as discussed in Applicant’s prior Response, and accordingly, the co-existence of the registrations clearly demonstrates that the phonetic similarity

of the marks is not relevant let alone dispositive of the likelihood of confusion analysis, especially as each of the above registrations contains at a minimum related services, and in some cases

identical services.  Thus, the only purported point of similarity, i.e., the phonetic similarity, is not controlling, as a plethora of similarly pronounced marks, for similar and identical services, has

existed for a long time, demonstrating that consumers do not consider the pronunciation alone when considering the marks.  Thus, when the visual difference between the marks are considered, as

well as the differences in meaning and commercial impression, as the only point of similarity is the indistinct pronunciation which consumers do not consider dispositive, as evidenced my the

many the factor weighs against a potential likelihood of confusion.
            I.          There has Been No Actual Confusion,

                        in Almost Twelve Years of Concurrent Use          

            As noted in the attached declaration, Applicant has been in business and using its mark openly and notoriously since 1996.  See Declaration of Ian Cross, (attached hereto as Exhibit AJ). 

See also Amendment to Allege Use (attached hereto as Exhibit AK).   Applicant registered its domain name in 1998 (see NSI Whois Results for www.i-site.com, attached hereto as Exhibit AL). 

Mr. Cross, the chief executive officer of Applicant since its inception, is aware of no instances of actual confusion, notwithstanding that Customer Expression began its use of the its I-SIGHT



mark in 2000, twelve years ago, and four years after I-Site began using its mark. 

            The coexistence of the marks in the marketplace for twelve years clearly demonstrates the absence of a likelihood of confusion.  That both Applicant and Customer Expression have co-

existed, with no disputes against each other, clearly demonstrates the absence of a likelihood of confusion, as well as provides another data point regarding consumer conditioning with respect to 

\ËˆÄ«-ËŒsÄ«t\ pronounced marks.



 
            J.         The Extent to Which Registrant Can Exclude Others from Using
                        \ËˆÄ«-ËŒsÄ«t\ Pronounced Marks is Severely Constrained by the Plethora of

                         \ËˆÄ«-ËŒsÄ«t\ Pronounced Marks in the Marketplace

            As noted above, a plethora of marks using the  \ËˆÄ«-ËŒsÄ«t\ pronunciation for similar or identical goods or services exists in the marketplace.  The use of some of these marks began prior to

registrant’s adoption of its I-SIGHT mark, and accordingly rules of seniority preclude registrant from asserting its mark against them.   With respect to other registrations, the junior marks have

now been in use for such long times that equity would preclude registrant from preventing their continued usage.  Indeed, as Applicant is the senior common law user as between the applied for

mark and the asserted registration, while Applicant cannot cancel the asserted registration, registrant would likewise be precluded from enjoining Applicant’s continued use of its mark.  

Contrarily, Applicant would be preclude from enjoining registrant, likewise under rules of equity in view of the long concurrent usages of the respective marks.  Accordingly, this factor weighs

heavily against the potential for a likelihood of confusion.
            K.        Proper Weighing of the Factors

                        Precludes the Conclusion That Confusion is Likely

            Thus, in view of the above, and the arguments raised in the prior responses, it is clear that proper weighing of the above factors does not result in a showing of a likelihood of confusion,

and accordingly, Applicant believes the present application is in condition for allowance.  The weakness of the  \ËˆÄ«-ËŒsÄ«t\  pronunciation, in view of the limited significance of the “i” prefix,

clearly mandate the conclusion that the differences in visual presentation, meaning, and commercial impression preclude a likelihood of confusion in view of the extensive usage of similar

sounding marks in the marketplace.    The dissimilarity between the channels of trade, and the expected sophistication of the respective consumers, and the resultant care they would be expected

to apply in deciding whether to purchase customer satisfaction research software, or to have a custom computer program or application prepared for themselves, clearly demonstrate that confusion

between the marks is unlikely.  Furthermore, the simple fact that no actual confusion has arisen in the twelve years in which the usages have co-existed, confirms this conclusion.  No likelihood of

confusion is present.

            While the Examining Attorney has relied on the contention that any doubt as to registrability is weighed against Applicant with respect to Section 2(d) rejections, this position is

inequitable here, where Applicant’s belief that no confusion was likely weighed in their decision not to object to the registration of the mark now cited against them, notwithstanding that they

were the senior user.  Allowing registrant to take advantage of this belief, to their own advantage, is conversely inequitable in that they did not raise any challenge to Applicant’s use of the mark

[4], which would have precluded them from obtaining Section 15 incontestable status if they believed a likelihood of confusion to exist.  Now imposing this presumption against the senior user is

contrary to the policy behind the presumption, and thus the presumption is inapt here.

               

 

CONCLUSION

                        Based on the above factors, Applicant respectfully submits that Applicant's mark will not likely be confused with the cited registration.  Accordingly, Applicant respectfully

requests the Examining Attorney withdraw his refusal to register Applicant's mark under Section 2(d) and favorable action is respectfully requested.  Applicant also respectfully requests the

courtesy of a telephone interview should the Examining Attorney have any additional questions with respect to this application.



           

                                                                          

[1] Applicant notes that while the Examining Attorney will challenge the relevance of these registrations on the grounds that the similarity of services is not discussed here, Applicant notes
that forms of marks having the common  \ËˆÄ«-ËŒsÄ«t\ pronunciation for the similar or the same goods and services are discussed further below in Section 3G.

[2] While the cancelled registrations do not evidence present co-existence, they evidence both that such marks have been used in commerce, and that consumers have become conditioned to
discriminate between the marks through exposure to them.

[3] Indeed, the Examining Attorney rejected the submitted specimens as not demonstrating use of the mark in a Final Office Action.  Customer Expressions argued that a “Case Study”
describing the creation of a “process map” constituted   “computer software design for others”, evidencing just how broadly the term can be mis-construed.  

[4] Registrant remains free to oppose Applicant’s application once the application has been published, however the prior usage of I-SITE by Applicant would either result in a finding of no
likelihood of confusion, or a concurrent use proceeding, resulting in reformation of the recitation contained in the asserted registration.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77750175 has been amended as follows:



ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant:                                  I-Site, Inc.               
Mark:                                        I-SITE
Serial No.:                                 77/750,175
Filed:                                         June 2, 2009
Class:                                        35, 42
Attorney Docket No.:                09-40122US

                                                                                                                                                           
 
 

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 
RESPONSE AND REQUEST FOR RECONSIDERATION

 

Dear Sir:

            In response to the Final Office Action mailed March 9, 2012, Applicant respectfully requests

reconsideration of the above identified application and responds as follows.

            Applicant has further filed an Amendment to Allege Use concurrently herewith, as well as a Notice

of Appeal.  A copy of the Amendment to Allege Use is included herein as Exhibit AK.

 

 REMARKS

1.                     Prior Rejection of Recitation of Services

            Applicant notes with appreciation the Examining Attorney’s acceptance of the recitations of

services for the present application as previously amended by Applicant.

 

2.                     Section 2(d) - Likelihood of Confusion With Respect to Class 35

            Applicant notes with appreciation the Examining Attorney’s withdrawal of the rejection under

Section 2(d) of the Lanham with respect to Class 035 of the present mark.

 



3.                     Section 2(d) – Likelihood fo Confusion With Respect to Class 42

            In the present Office Action, the Examiner has maintained the rejection of the applied for mark

with respect to International Class 042 under Section 2(d) of the Lanham Act, asserting that the applied for

mark is likely to be confused with U.S. Registration No. 2,681,143 for the mark I-SIGHT.  In support of

this contention, the Examining Attorney relies heavily on the phonetic similarity of the marks, while

denigrating the other factors associated with a proper analysis under the DuPont factors.  Applicant

strongly disagrees with the Examining Attorney’s analysis and conclusion, for the reasons presented

below, and accordingly herein traverses the rejection.  Applicant has further concurrently submitted a

Notice of Appeal with respect to the rejection of the present mark as used in association with the  Class 42

recitation.

 

 

            A.        The DuPont Factors

            The Examining Attorney founds the present rejection on the mischaracterization that “the marks

are essentially identical and the services are identical or closely related.”   While Applicant does not

dispute that the services of the relevant parties are related, the characterization that the marks are

“essentially identical” is erroneous, and ignores the strictures of the Dupont factors, which at a minimum

mandate taking into consideration the appearance, sound, connotation and commercial impression before

any similarity of the marks can be found. The Dupont factors are as follows:

1.      The similarity or dissimilarity of the marks in their entireties as to appearance,
sound, connotation and commercial impression.
2.      The similarity or dissimilarity of and nature of the goods or services as
described in an application or registration or in connection with which a prior
mark is in use.
3.      The similarity or dissimilarity of established, likely-to-continue trade
channels.
4.      The conditions under which and buyers to whom sales are made, i.e.
"impulse" vs. careful, sophisticated purchasing.
5.      The fame of the prior mark (sales, advertising, length of use).
6.      The number and nature of similar marks in use on similar goods.
7.      The nature and extent of any actual confusion.
8.      The length of time during and conditions under which there has been



concurrent use without evidence of actual confusion.
9.      The variety of goods on which a mark is or is not used (house mark, "family"
mark, product mark).
10.  The market interface between applicant and the owner of a prior mark:
(a) a mere "consent" to register or use.
(b) agreement provisions designed to preclude confusion, i.e. limitations on
continued use of the marks by each party.
(c) assignment of mark, application, registration and good will of the related
business.
(d) laches and estoppel attributable to owner of prior mark and indicative of lack
of confusion.
11. The extent to which applicant has a right to exclude others from use of its
mark on its goods.
12. The extent of potential confusion, i.e., whether de minimis or substantial.
13. Any other established fact probative of the effect of use.

 

In re. E.I. DuPont de Nemours & Co., 476 F.2d 1357, 117 USPQ 563 (C.C.P.A. 1973); Trademark

Manual of Examining Procedure §1207.01.

            These factors are not absolutes, i.e., not every factor is relevant, however they provide the proper

framework under which likelihood of confusion analysis is to be performed.  The factors do not provide an

absolute measure, but rather a guide for weighing the likelihood that consumers would be confused

between the competing marks, and indeed, several factors inform other factors, such as factors 6 (the

extent to which similar marks are in use on similar goods) and 11 (the extent to which use of the mark can

be enjoined) informing whether the marks are perceived as similar with respect to factor 1.

            B.        The Similarity of the Marks

              The keystone of the Examining Attorney’s rejection continues to be that the marks are

“essentially identical”, in that they present the same pronunciation, notwithstanding the visual,   meaning,

and commercial impression differences between the marks.  While Applicant does not dispute the

similarity in pronunciation, Applicant stresses that that similarity alone is insufficient, in view of the

countervailing factors, to conclude that a likelihood of confusion is present between the respective marks.

                        1.         With Respect to Phonetic Similarity. sÄ«t\ Alone is

                                    Weak as a Distinguishing Feature

            That “I-SITE” and “I-SIGHT” are pronounced similarly is not disputed.   The strength and

significance of this similarity, and the weight to which it is entitled to consideration under the Dupont



factors, is. 

            At the outset, it is extremely significant that marks pronounced  \ËˆÄ«-ËŒsÄ«t\ , including the term

“eyesight” are plentiful in the marketplace.   “Eyesight” itself is included in seven subsisting

registrations, and a further pending application.[1]  The TESS page for these registrations is attached

hereto as Exhibit A.  There are at least eight variations in spelling of terms having the pronunciation,

whether the hyphen is included or not.  These variations further include:

I-SIGHT I-CITE I-CYTE I-SITE

EYE-SIGHT EYE-CITE EYE-CYTE EYE-SITE

While not all of these are the subject of extensive trademark usage, the I-Sight term of the asserted

registration is presently included in three subsisting registration (as well as three now cancelled

registrations including the same term[2]), and the same term, without the hyphen, is the subject of a

further three subsisting registrations (as well as another now cancelled registration including the same

term)  (See Exhibits B and C, attached hereto).  “iCite” is included in two now cancelled registrations, as

well as one pending application claiming actual use in commerce.  (See Exhibit D, attached hereto.) 

“iCyte” is included in five subsisting registrations, to two separate registrants (See Exhibit E, attached

hereto.)   “I-Cyte” is included in a pending application claiming actual use in commerce   (See Exhibit F,

attached hereto).  “Eyecite” was included in one now cancelled registration (See Exhibit G, attached

hereto).  “Eyesite” is included in three subsisting registrations to three separate registrants(as well as

another now cancelled registration including the same term) (See Exhibit H, attached hereto).  “Isite” is

included in nine subsisting registrations (as well as three now cancelled registrations including the same

term) (See Exhibit I, attached hereto).  Finally, “I-Site” itself is included in five subsisting registrations

(as well as two now cancelled registrations including the same term) (See Exhibit J, attached hereto). 

While this list is not exhaustive of the extensive usage of trademarks in commerce using an element

having the \ËˆÄ«-ËŒsÄ«t\ pronunciation, it clearly demonstrates that a large number of differing marks co-

exists with the same phonetic pronunciation, such that the similarity of the phonetic pronunciation is at

best a weak element with respect to the trademark significance of the marks.

            Accordingly, while a phonetic similarity is present between Applicant’s mark and the asserted



registration, the inherent weakness of the phonetic pronunciation of the marks at issue cannot be

dispositive of the analysis under the Dupont factors.

                        2.         The Appearances of the Marks Differ

            The Examining Attorney further posited that the presence of the “i“ formative as a prefix to both

marks created a visual similarity between the respective marks.  Again, as discussed above, at least 25

subsisting registrations include the “i” prefix, such that it alone is at best a weak element.   Indeed, the

Trademark Trial and Appeal Board has held that the “i” prefix does not alone constitute a distinguishing

element.  See In re Zanova, Inc., 59 USPQ2d 1300 (TTAB 2000) (ITOOL merely descriptive of computer

software for use in creating web pages, and custom designing websites for others).

            Contrarily, the applied for mark is “I-SITE”, while the registered marks is for “I-SIGHT”.   When

the minimal impact of the “i” prefix is properly accommodated, it is clear that the spelling is different,

and that the impact of that difference in spelling creates a much shorter mark, which in view of the

plethora of similar co-existing marks, and in view of the differences in the meanings and connotations of

the mark, clearly does not support a likelihood of confusion between the marks based on any purported

“visual similarity.”

            Accordingly, the visual differences between the marks when properly evaluated, in view of the

weakness of the phonetic similarity resultant from the plethora of \ËˆÄ«-ËŒsÄ«t\ marks, clearly weighs against

the marks being considered sufficiently similar.

                        3.         The Meanings of the Marks Differ

            As noted, there are several terms with similar phonetic sounds, yet each of these terms have

different meanings.  “Sight” is clearly related to vision.   See, e.g., Merriam Webster Definition of

“Sight”, http://www.merriam-webster.com/dictionary/sight (A copy of which is attached hereto as Exhibit

K).  “Cite” has the meaning of “to call upon officially or authoritatively.”   See, e.g., Merriam Webster

Definition of “cite”, http://www.merriam-webster.com/dictionary/cite (A copy of which is attached hereto

as Exhibit L).  “Cyte” is a medical term, usually used as a suffix, having the meaning of cell or cellular.

See, e.g., Merriam Webster Definition of “cyte”, http://www.merriam-webster.com/dictionary/sight (A

copy of which is attached hereto as Exhibit M).  Finally, “site” has the commonly understood definition



of a place or a location, i.e., the site of a new building, or an internet location.  See, e.g., Merriam Webster

Definition of “site”, http://www.merriam-webster.com/dictionary/site (A copy of which is attached hereto

as Exhibit N).

            The cited registration includes the formative “sight”, meaning a visual event, while “site” clearly

refers to a place or location.  These meanings, and the associated connotations, are clearly distinct and

create different mental impressions, as a result of the different meanings and connotations.  Further, in

view of the additional co-existing “cyte” and “cite” formative marks, consumers are highly sensitized to

key on differences in the marks to discriminate between them, otherwise the presence in the marketplace

of so many marks having similar phonetic pronunciations would have resulted in chaos.  Accordingly, the

distinction between the marks as a result of their meanings and connotations clearly weighs against the

marks being considered similar.

                        4.         The Commercial Impressions of the Mark Differ

            As a result of the differences in the meanings of the applied for mark and the mark of the cited

registration, the commercial impressions created by the marks likewise differ.  As noted, “sight” refers to

vision, i.e., a clear ability to see.  “Site”, contrarily, refers to a location or place, and is frequently

associated with internet activities, such as web sites.  Accordingly, the distinction between the commercial

impressions created by the respective marks clearly weighs against the marks being considered similar.
                        5.         Evaluation of the Similarity, Meaning, and Commercial Impression
                                    Factors Does Not Suggest that the Marks Are “Similar”

                                    in the Context of a Likelihood of Confusion Analysis.

            As discussed above, the marks clearly have different meanings and commercial impressions. 

While the marks are phonetically similar, that phonetic similarity is very weak at best, as a result of the

plethora of \ËˆÄ«-ËŒsÄ«t\ marks.  Visually, the marks are distinct as a result of the length of the dominant

terms of the marks (“site” versus “sight”), especially in view of the proper analysis of the “i” prefix, and

the differing reactions to the marks imposed by the differing meanings.  Accordingly, proper analysis of

the similarity of the marks does not suggest a likelihood of confusion between the marks.

            C.        The Dis-Similarity of the Recited Services

                        The asserted ‘143 I-SIGHT registration extends over three classes, class 009 for software

(a good), class 035 for professional services, and class 042 for providing software design services. 

Applicant’s mark is used in both class 035, for providing marketing services, and in class 042, for



developing software for others.

                        With respect to Class 042, the asserted registration contains the recitation “computer

software design for others; technical support services, namely, troubleshooting of computer hardware and

software problems via telephone, e-mail and in-person; database development services.”   Applicant’s

recitation in class 042 comprises “design and development of computer software and applications for

others; design and development of computer software of computer software and applications; design and

development of computer software for portable devices.”   

            While on its face, these services are clearly related, it is also clear that the writing of software,

even if limited to for others, is an extremely broad field, and in and of itself serves as a poor comparison

point between the marks, for the very reason that so many companies exist which write software to a

lesser or greater extent (including whether consumers expect an entity which sells software to also write

software), many of which use some form of the phonetically pronounced “eye sight” mark, such as the

marks discussed further below.  In particular, a review of the specimens associated with the asserted ‘143

I-SIGHT registration demonstrates that the only services associated with “computer software design for

others” for Customer Expressions Corp., the owner of the ‘143 I-SIGHT registration, is: “Customization  

i-Sight™ is a very flexible system that can accommodate most business processes and requirements.  If,

however, you have very specific requirements that are not currently available, Customer Expressions can

quickly customize i-Sight™ for you.”[3]  (Specimen of January 22, 2008, attached hereto as Exhibit O. )

Accordingly, consumers are unlikely to be confused as to source or affiliation between Applicant’s

development of stand-alone software packages for others, and the asserted registration under which the

registrant offers nothing other than modification of Registrant’s existing software packages, used solely

for monitoring customer satisfaction, as further evidenced by the class 009 recitation.  Thus, the purported

relatedness of the goods does not weigh for a finding of a likelihood of confusion, but rather is at best

neutral with respect to whether a likelihood of confusion would be present. 

            D.        The Dissimilarity Between the Channels of Trade

            Again, and as discussed above, the products of the ‘143 I-SIGHT registration are focused on

customer satisfaction research, and in particular to the sale of computer programs for accomplishing

customer satisfaction research (albeit with the option of having the purchased software customized by the

vendor.)  Applicant’s services are the writing of custom computer programs and applications for others,

and accordingly, is directed towards entities needing custom software to be written.  Registrants services



are confined to modifying Registrant’s existing software for its clients who have already purchased its

customer satisfaction management software.   Thus, the channels of trade between Applicant’s services

and the services of the recited registration differ significantly, and this factor again weighs against a

finding of a likelihood of confusion.

            E.        The Sophistication of the Consumers

            Contrary to the assertions of the Examining Attorney, consumers of the respective services of

Applicant, and the goods of the registrant, are clearly sophisticated consumers, as a result of the

significant cost of customer satisfaction research software, offered by registrant, and custom software

packages and applications, the services offered by Applicant.  While it is true that they may not be experts

in trademark law, there is nothing to suggest that they do not spend significant time considering who they

will retain to obtain expensive services.  Furthermore, the very difference in the character of the two

businesses demonstrates that these sophisticated purchasers would not expect a relation between the two

businesses:  one writes custom software, while the other offers customization of its existing customer

satisfaction management software.  It would clearly be apparent to purchasers that these were different

entities, not only as a result of the differences in the marks themselves, but in the differences of the

services actually offered.  Again, this factor weighs against the finding of a likelihood of confusion.

            F.         The Degree of Care Expected to be Exercised by Consumers

            It is clear that both the software packages offered by registrant, as well as the software writing

services of Applicant, are expensive propositions (i.e., are not purchases made on a whim).  Thus,

consumers of the respective goods and services may be readily presumed to exercise due care in selecting

who they purchase customer satisfaction research from, or who they contract software development from. 

Again, in view of the differences of the marks, this factor weighs against a finding of a likelihood of

confusion. 

           



            G.        The Fame, or Lack Thereof, of the Cited Registration

            No evidence is of record of the fame of the asserted registration.  While the registration itself

demonstrates constructive knowledge of the asserted registration, it does not confer fame or any strong

consumer association or recognition.  In the absence of any such evidence, no analysis of this factor can

be undertaken, and the factor must be considered neutral, neither weighing for or against a likelihood of

confusion. 
            H.        A Plethora of Similar Marks are Both In Use and Have Been in Use on                       
            Similar Services
 

            Consideration of the plethora of similar marks in use on similar services is critical to proper

evaluation of the likelihood of confusion.  Where a large number of marks are in use on similar and related

services, it must be presumed that the scope of recognition of consumers of one particular mark is not that

strong, i.e., the co-existence of two marks for similar services creates the presumption that consumers

already distinguish between those marks.

            At the outset, it must be noted that the Examining Attorney takes the position that the existence of

evidence demonstrating that the same entity provides both software itself as well as software writing

services demonstrates the relatedness of the goods and services.   Final Office Action, pg. 3.  While the

Examining Attorney relies on this rule for establishing the relatedness of the goods and services of the

respective application and asserted registration, the Examining Attorney does not consider this with

respect to the plethora of third party registrations having the same pronunciation.  Indeed, the Examining

Attorney states “This evidence establishes that the same entity commonly provides the relevant services,

namely, software design, development, troubleshooting, and database development, under the same mark,

through the same channels of trade and to the same classes of consumers.”   This statement itself

demonstrates the relatedness of the third party registrations previously cited.  Applicant further believes

that the purported distinction with respect to relatedness of software sold through class 009 versus

software written for others in class 042 is illusory.  Software, whether written then sold, or sold then

written, or provided as downloadable code through the internet, remains a computer program, written by a

software developer or a programmer.  That the same party frequently provides both software as a good, as

well as “software design for others”, is evident not only in the recitation of the asserted registration which

notes that it provides customization of the software it sells.  Other evidence of this relatedness includes



U.S. Trademark Registration Ser. No. 4,202,201 for CONIX, including both software as a good and

software design as a service (attached hereto as Exhibit P),  U.S. Trademark Registration Ser. No.

4,201,222 for R4I BUILDPOINT, including both software as a good and software design as a service

(attached hereto as Exhibit Q),   U.S. Trademark Registrations Ser. No. 3,989,229 and Ser. No. 3,989,226

for EMPTORIS, including both software as a good and software design as a service (attached hereto as

Exhibits R and S),  U.S. Trademark Registration Ser. No. 4,196,779 for CORFIRE, including both

software as a good and software design as a service (attached hereto as Exhibit T), etc. 

            Indeed, the trademark office now recognizes two additional forms of software, software as a

service (see, e.g., U.S. Reg. No. 4,196,144, Exhibit U attached hereto), and downloadable software.  While

these remain variations on delivery of a software product, these “new” recitations are classed in

International Class 042, highlighting that the same goods, dependant only on their delivery method, may

be classed in either class 009 or class 042, and as shown in U.S. Reg. 4,197,116 for MYECHAIN are also

associated with software development services (See Exhibit V, attached hereto); see also U.S. Reg. No.

4,196,809 for “Tree Design” (Exhibit W, attached hereto); see also U.S. Reg. No. 4,195,353 for

“SecCommerce” (Exhibit X, attached hereto); see also U.S. Reg. No. 4,191,656 for SNAP LOGIC

(Exhibit Z, attached hereto).  That these forms of software are all frequently seen coming from single

sources is common sense:  they each originate from someone writing software.  Accordingly, denigrating

the third party usages previously cited by Applicant solely on the basis of whether they are delivered

under class 009 or class 042 is inapt. 

              U.S. Reg. No. 2,352,200 for ISITE (a copy of which is attached hereto as Exhibit AA) for

computer programs for the commercial real estate market registered in 2000, before the filing date of the

asserted registration.  Notwithstanding the overlap in class 009 software, nor the relatedness of software

development services, the asserted registration was registered, and the usages have co-existed for

approximately 12 years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced

marks.

            U.S. Reg. No. 2,753,458 for ISITE (a copy of which is attached hereto as Exhibit AB) for user

interface software for handling medical information registered in 2003, after the filing date of the

asserted registration.  Notwithstanding the similarity in Class 009 software, nor the relatedness of software

development services to software itself, the asserted registration was registered, and the usages have co-

existed for approximately 12 years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\



pronounced marks.

            U.S. Registrations No. 2,942,627 for ICITE and  No. 2,940,557 for “iCite” (Design)   (copies of

which are attached hereto as Exhibit AC and AD) for database hosting and construction were registered

in spite of the existence of the asserted registration.  Based on the Examining Attorney’s earlier argument,

database construction is not only understood to be related to software development, but identical to the

“database development services” in the asserted registration.   Yet the registrations for ICITE and “

iCite”, having the same phonetic pronunciation, were not seen as likely to be confused with the asserted

“I-SIGHT” registration.   These registrations co-existed with the asserted registration  for approximately

seven years, further conditioning consumers to distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced marks.

            U.S. Reg. Nos. 3,976,295 for ICYTE (a copy of which is attached hereto as Exhibit AE)  for

providing non-downloadable software interfaces, 3,653,871 for ICYTE for computer software (a copy

of which is attached hereto as Exhibit AF),  3,706,744 for “iCyte” (design) for providing software

interfaces (a copy of which is attached hereto as Exhibit AG), and 3,706,744 for “iCyte” (design) for

computer software (a copy of which is attached hereto as Exhibit AH) for computer software all

registered to iCyte Pty Ltd. interfaces between 2009 and 2011, long after the registration date of the

asserted registration.  Notwithstanding the similarity in Class 042 software, the class 009 software, nor the

relatedness of software development services to software itself, the asserted registrations were registered,

and the usages have co-existed for approximately the last 4 years, further conditioning consumers to

distinguish between \ËˆÄ«-ËŒsÄ«t\ pronounced marks.

            While the grant of a registration to other marks does not give rise to a per se argument of

registrability, as the office takes the illogical position that it is not bound by its own decisions, it does at a

minimum demonstrate the conditioning of consumers, in this case with respect to phonetic similarity. 

Even though each of these marks had the same pronunciation, overlapped at least with respect to goods in

class 009, yet they all registered notwithstanding the existences of each other, and have co-existed for a

long period.  All are pronounced the same way.  The examples above are not the only co-existing

registrations, as discussed in Applicant’s prior Response, and accordingly, the co-existence of the

registrations clearly demonstrates that the phonetic similarity of the marks is not relevant let alone

dispositive of the likelihood of confusion analysis, especially as each of the above registrations contains at

a minimum related services, and in some cases identical services.  Thus, the only purported point of



similarity, i.e., the phonetic similarity, is not controlling, as a plethora of similarly pronounced marks, for

similar and identical services, has existed for a long time, demonstrating that consumers do not consider

the pronunciation alone when considering the marks.  Thus, when the visual difference between the marks

are considered, as well as the differences in meaning and commercial impression, as the only point of

similarity is the indistinct pronunciation which consumers do not consider dispositive, as evidenced my

the many the factor weighs against a potential likelihood of confusion.
            I.          There has Been No Actual Confusion,

                        in Almost Twelve Years of Concurrent Use          

            As noted in the attached declaration, Applicant has been in business and using its mark openly and

notoriously since 1996.  See Declaration of Ian Cross, (attached hereto as Exhibit AJ).  See also

Amendment to Allege Use (attached hereto as Exhibit AK).   Applicant registered its domain name in

1998 (see NSI Whois Results for www.i-site.com, attached hereto as Exhibit AL).  Mr. Cross, the chief

executive officer of Applicant since its inception, is aware of no instances of actual confusion,

notwithstanding that Customer Expression began its use of the its I-SIGHT mark in 2000, twelve years

ago, and four years after I-Site began using its mark. 

            The coexistence of the marks in the marketplace for twelve years clearly demonstrates the absence

of a likelihood of confusion.  That both Applicant and Customer Expression have co-existed, with no

disputes against each other, clearly demonstrates the absence of a likelihood of confusion, as well as

provides another data point regarding consumer conditioning with respect to  \ËˆÄ«-ËŒsÄ«t\ pronounced

marks.



 
            J.         The Extent to Which Registrant Can Exclude Others from Using
                        \ËˆÄ«-ËŒsÄ«t\ Pronounced Marks is Severely Constrained by the Plethora of

                         \ËˆÄ«-ËŒsÄ«t\ Pronounced Marks in the Marketplace

            As noted above, a plethora of marks using the  \ËˆÄ«-ËŒsÄ«t\ pronunciation for similar or identical

goods or services exists in the marketplace.  The use of some of these marks began prior to registrant’s

adoption of its I-SIGHT mark, and accordingly rules of seniority preclude registrant from asserting its

mark against them.  With respect to other registrations, the junior marks have now been in use for such

long times that equity would preclude registrant from preventing their continued usage.  Indeed, as

Applicant is the senior common law user as between the applied for mark and the asserted registration,

while Applicant cannot cancel the asserted registration, registrant would likewise be precluded from

enjoining Applicant’s continued use of its mark.   Contrarily, Applicant would be preclude from enjoining

registrant, likewise under rules of equity in view of the long concurrent usages of the respective marks. 

Accordingly, this factor weighs heavily against the potential for a likelihood of confusion.
            K.        Proper Weighing of the Factors

                        Precludes the Conclusion That Confusion is Likely

            Thus, in view of the above, and the arguments raised in the prior responses, it is clear that proper

weighing of the above factors does not result in a showing of a likelihood of confusion, and accordingly,

Applicant believes the present application is in condition for allowance.  The weakness of the  \ËˆÄ«-ËŒsÄ«t\ 

pronunciation, in view of the limited significance of the “i” prefix, clearly mandate the conclusion that

the differences in visual presentation, meaning, and commercial impression preclude a likelihood of

confusion in view of the extensive usage of similar sounding marks in the marketplace.    The dissimilarity

between the channels of trade, and the expected sophistication of the respective consumers, and the

resultant care they would be expected to apply in deciding whether to purchase customer satisfaction

research software, or to have a custom computer program or application prepared for themselves, clearly

demonstrate that confusion between the marks is unlikely.  Furthermore, the simple fact that no actual

confusion has arisen in the twelve years in which the usages have co-existed, confirms this conclusion. 

No likelihood of confusion is present.

            While the Examining Attorney has relied on the contention that any doubt as to registrability is

weighed against Applicant with respect to Section 2(d) rejections, this position is inequitable here, where



Applicant’s belief that no confusion was likely weighed in their decision not to object to the registration

of the mark now cited against them, notwithstanding that they were the senior user.  Allowing registrant to

take advantage of this belief, to their own advantage, is conversely inequitable in that they did not raise

any challenge to Applicant’s use of the mark [4], which would have precluded them from obtaining

Section 15 incontestable status if they believed a likelihood of confusion to exist.  Now imposing this

presumption against the senior user is contrary to the policy behind the presumption, and thus the

presumption is inapt here.

               

 

CONCLUSION

                        Based on the above factors, Applicant respectfully submits that Applicant's mark will not

likely be confused with the cited registration.  Accordingly, Applicant respectfully requests the Examining

Attorney withdraw his refusal to register Applicant's mark under Section 2(d) and favorable action is

respectfully requested.  Applicant also respectfully requests the courtesy of a telephone interview should

the Examining Attorney have any additional questions with respect to this application.

           

                                                                          

[1] Applicant notes that while the Examining Attorney will challenge the relevance of these
registrations on the grounds that the similarity of services is not discussed here, Applicant notes that
forms of marks having the common  \ËˆÄ«-ËŒsÄ«t\ pronunciation for the similar or the same goods and
services are discussed further below in Section 3G.

[2] While the cancelled registrations do not evidence present co-existence, they evidence both that
such marks have been used in commerce, and that consumers have become conditioned to discriminate
between the marks through exposure to them.

[3] Indeed, the Examining Attorney rejected the submitted specimens as not demonstrating use of the
mark in a Final Office Action.  Customer Expressions argued that a “Case Study” describing the creation
of a “process map” constituted   “computer software design for others”, evidencing just how broadly the
term can be mis-construed. 

[4] Registrant remains free to oppose Applicant’s application once the application has been published,
however the prior usage of I-SITE by Applicant would either result in a finding of no likelihood of
confusion, or a concurrent use proceeding, resulting in reformation of the recitation contained in the
asserted registration.
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